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DETAILED ACTION 
Response to Arguments 

Applicant's arguments with respect to claims 1-10, 12-15, 17-30, 39-66 have 
been considered but are moot in view of the new ground(s) of rejection. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, 
reads as follows: 

In contrast, a claimed computer-readable medium encoded with a computer program is a computer 
element which defines structural and functional interrelationships between the computer program and 
the rest of the computer which permit the computer program's functionality to be realized, and is thus 
statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035. 

Claims that recite nothing but the physical characteristics of a form of energy, such as a frequency, 
voltage, or the strength of a magnetic field, define energy or magnetism, per se, and as such are 
nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) at 112-14. Moreover, it does not appear 
that a claim reciting a signal encoded with functional descriptive material falls within any of the 
categories of patentable subject matter set forth in Sec. 101 . 

... a signal does not fall within one of the four statutory classes of Sec. 101 . 

. . . signal claims are ineligible for patent protection because they do not fall within any of the four 
statutory classes of Sec. 101 . 



Claim(s) 22-30, 40, 53, 57, 65 is/are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter as follows. Claim 22-30, 
40, 53, 57, 65 are drawn to functional descriptive material recorded on a computer- 
readable-medium. Normally, the claim would be statutory. However, the specification, 
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at page 80 defines the claimed computer readable medium as encompassing statutory 
media such as a "ROM", "hard drive", "optical drive", etc, as well as non-statutory 
subject mater such as a "signal" . 

A "signal" embodying functional descriptive material is neither a process nor a product (i.e., a tangible "thing") and therefore 
does not fall within one of the four statutory classes of § 101 . Rather, "signal" is a form of energy, in the absence of any 
physical structure or tangible material. 

Because the full scope of the claim as properly read in light of the disclosure 
encompasses non-statutory subject matter, the claim as a whole is non-statutory. The 
examiner suggests amending the claim to include the disclosed tangible computer 
readable media, while at the same time excluding the intangible media such as signals, 
carrier waves, etc. Any amendment to the claim should be commensurate with its 
corresponding disclosure. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1. Claims 1-4, 8, 12, 13, 18, 22, 23, 27, 39-44, 48 are rejected under 35 
U.S.C. 102(e) as being anticipated by US 6,442,570 by Wu. 

2. Regarding claim 1, a personal computer having a function to transfer a subset of 
a plurality of pieces of content data to a portable media player connected to the 



personal computer comprising: 
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• means for storing the plurality of pieces of content data to a storage 
medium (fig. 1-2, col. 3 lines 60-col. 4 lines 16, col. 5 lines 46-61, col. 10 
lines 57-col. 11 lines 20); 

• means for receiving an input selecting whether the personal computer 
automatically transfers the subset of the plurality of pieces of content data 
stored in said storage medium to the portable media player via a direct 
local connection for storage at the portable media player (fig. 1-2, col. 3 
lines 60-col. 4 lines 1 6, col. 5 lines 46-61 , col. 1 0 lines 57-col. 1 1 lines 20); 
and 

• means for automatically transferring the subset of the plurality of pieces 
of content data stored in the storage medium to the connected portable 
media player via the direct local connection without regard to a user input 
designating the subset of the plurality of pieces of content data when the 
input received at the means for receiving an input is to automatically 
transfer the subset of the plurality of pieces of content data stored in said 
storage medium to the portable media player via the direct local 
connection for storage at the portable media player(fig. 1-2, col. 3 lines 60- 
col. 4 lines 16, col. 5 lines 46-61, col. 10 lines 57-col. 11 lines 20). 

3. Regarding claim 2, the personal computer, further comprising: 
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• means for reading the subset of the plurality of pieces of content data from 
a recording medium (fig. 1-2, col. 3 lines 60-col. 4 lines 16, col. 5 lines 46- 
61, col. 7 lines 8-44, col. 10 lines 57-col. 11 lines 20), 

• wherein the means for storing stores the subset of the plurality of pieces of 
content data read from the recording medium (fig. 1-2, col. 3 lines 60-col. 

4 lines 16, col. 5 lines 46-61, col. 7 lines 8-44, col. 10 lines 57-col. 11 lines 
20). 

4. Regarding claim 3, the personal computer wherein the recording medium is an 
optical disc, and the means for reading reads the subset of the plurality of pieces of 
content data from the optical disc (col. 7 lines 8-44). 

5. Regarding claim 4, the personal computer wherein the recording medium is a 
semiconductor memory, and the means for reading reads the subset of the plurality of 
pieces of content data from the semiconductor memory (col. 7 lines 8-44). 

6. Regarding claim 8, the personal computer further comprising: 

• means for receiving content data via a network (col. 5 lines 46-62), 

• wherein the means for storing stores the received content data as the 
subset of the plurality of pieces of content data (col. 5 lines 46-62). 
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7. 


Claim 12 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


1 above. 








8. 


Claim 13 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


2 above. 








9. 


Claim 18 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


8 above. 








10. 


Claim 22 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


1 above. 








11. 


Claim 23 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


2 above. 








12. 


Claim 27 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


8 above. 








13. 


Claim 39 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


1 above. 








14. 


Claim 40 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


1 above. 








15. 


Claim 41 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


1 above. 








16. 


Claim 42 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


2 above. 








17. 


Claim 43 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 


3 above. 
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18. Claim 44 is rejected for the same reason as discussed in the corresponding 
claim 4 above. 

19. Claim 48 is rejected for the same reason as discussed in the corresponding 
claim 8 above. 

20. Claims 5-7, 9-10, 14-15, 17, 19-21, 24-26, 28-30, 45-47, 49-50, 63-66 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over US 6,442,570 by Wu in 
view of US Patent No.6,931 ,531 by Takahashi. 

21 . Regarding claim 5, Wu discloses transferring the subset of the plurality of pieces 
of content data stored in the storage medium to the connected portable media player 
but fails to disclose the personal computer further comprising: 

• means for encrypting, by a predetermined method, the subset of the 
plurality of pieces of content data read by the reading means, 

• wherein the storage means for storing stores the encrypted subset of the 
plurality of pieces of content data to the storage medium. 

Takahashi discloses the personal computer further comprising: 

• means for encrypting, by a predetermined method, the subset of the 
plurality of pieces of content data read by the reading means (col. 9 lines 
52-col. 12 lines 28)., 

• wherein the storage means for storing stores the encrypted subset of the 
plurality of pieces of content data to the storage medium, (col. 9 lines 52- 
col. 12 lines 28). 
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It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the proposed Wu's system to include a encryption unit, 
as taught by Takahashi, to store secure information in a storage medium. 

22. Regarding claim 6, Wu discloses transferring the subset of the plurality of pieces 
of content data stored in the storage medium to the connected portable media player 
but fails to disclose the apparatus personal computer further comprising 

• means for compressing the subset of the plurality of pieces of content 
data read by the means for reading in a predetermined format file, 

• wherein the means for storing stores the subset of the plurality of pieces of 
content data compressed by the means for compressing to the storage 
medium. 

Takahashi discloses the apparatus personal computer further comprising 

• means for compressing the subset of the plurality of pieces of content 
data read by the means for reading in a predetermined format file (col. 9 
lines 52-col. 12 lines 28), 

• wherein the means for storing stores the subset of the plurality of pieces of 
content data compressed by the means for compressing to the storage 
medium (col. 9 lines 52-col. 12 lines 28). 

It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to modify the proposed Wu's system to include a compression unit, 
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as taught by Takahashi, for storing more information in a storage medium as 
compressed form. 

23. Claim 7 is rejected for the same reason as discussed in the corresponding 
claims 5 and 6 above. 

24. Claim 9 is rejected for the same reason as discussed in the corresponding claim 
5 above. 

25. Claim 10 is rejected for the same reason as discussed in the corresponding 
claim 6 above. 

26. Claim 14 is rejected for the same reason as discussed in the corresponding 
claim 5 above. 

27. Claim 15 is rejected for the same reason as discussed in the corresponding 
claim 6 above. 

28. Claim 17 is rejected for the same reason as discussed in the corresponding 
claim 7 above. 

29. Claim 19 is rejected for the same reason as discussed in the corresponding 
claim 9 above. 

30. Claim 20 is rejected for the same reason as discussed in the corresponding 
claim 10 above. 

31. Claim 21 is rejected for the same reason as discussed in the corresponding 
claim 11 above. 
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40. Claim 47 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 5 abovs. 








41. Claim 49 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 5 above. 








42. Claim 50 


is 


rejected for the same reason a 


s discussed in the corresponding 


claim 6 above. 
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43. Claim 63 is rejected for the same reason as discussed in the corresponding 
claim 6 above. 

44. Claim 64 is rejected for the same reason as discussed in the corresponding 
claim 6 above. 

45. Claim 65 is rejected for the same reason as discussed in the corresponding 
claim 6 above. 

46. Claim 66 is rejected for the same reason as discussed in the corresponding 
claim 6 above. 

47. Claims 51-62 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 6,442,570 by Wu 

48. Regarding claim 51, Wu discloses transferring the subset of the plurality of 
pieces of content data stored in the storage medium to the connected portable media 
player but fail to disclose the apparatus further comprising display means for displaying 
a bar showing progress of storing the content data by the storage means 

It is noted that the use of progress bar is old and well-known in the recording art. 
Therefore, official notice is taken. Moreover, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have a well-known 
progress bar which will make it easier and convenient for a viewer to understand. 

49. Claim 52 is rejected for the same reason as discussed in the corresponding 
claim 51 above. 
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50. Claim 53 is rejected for the same reason as discussed in the corresponding 
claim 51 above. 

51. Claim 54 is rejected for the same reason as discussed in the corresponding 
claim 51 above. 

52. Regarding claim 55, Wu discloses transferring the subset of the plurality of 
pieces of content data stored in the storage medium to the connected portable media 
player but fail to disclose the information processing apparatus further comprising 
display means for displaying a bar in a color which shows progress of storing the 
content data and displaying another bar in another color which shows progress of 
transferring the content data stored in storage medium by the transferring means, 
wherein bar and the another bar are displayed so as to overlap each other 

It is noted that the use of progress bar is old and well-known in the recording art. 
Therefore, official notice is taken. Moreover, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have a well-known 
progress bar in different colors to make it easier for a viewer to understand 

53. Claim 56 is rejected for the same reason as discussed in the corresponding 
claim 55 above. 

54. Claim 57 is rejected for the same reason as discussed in the corresponding 
claim 55 above. 
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55. Claim 58 is rejected for the same reason as discussed in the corresponding 
claim 55 above. 

56. Claim 59 is rejected for the same reason as discussed in the corresponding 
claim 51 above. 

57. Claim 60 is rejected for the same reason as discussed in the corresponding 
claim 51 above. 

58. Claim 61 is rejected for the same reason as discussed in the corresponding 
claim 51 above. 

59. Claim 62 is rejected for the same reason as discussed in the corresponding 
claim 51 above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a) US 2002/0048448 

b) US 5,446,714 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NIGAR CHOWDHURY whose telephone number is 
(571)272-8890. The examiner can normally be reached on 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

NC 

07/01/2010 



/Thai Tran/ 

Supervisory Patent Examiner, Art Unit 2621 



